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DETAILED ACTION 
Drawings 

1. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: items 100 & 105 (Fig.1), items 200, 205, 210, 215, and 225 (Fig. 2). item 
300 (Fig. 3), items 400 & 499 (Fig. 4), items 900 & 940 (Fig. 9). item 1000 (Fig. 10), and 
item 1100 (Fig. 11). Corrected drawing sheets in compliance with 37 CFR 1.121(d), or 
amendment to the specification to add the reference character(s) in the description in 
compliance with 37 CFR 1.121 (b) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Specification 

2. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 1 50 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
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abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

The abstract of the disclosure is objected to because its length exceeds 150 
words. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 15-16 and 36 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

5. Claims 15-16 and 36 recite the limitations for which there is no antecedent basis 
in the claims. In particular, the following passages lack or have vague antecedent 
basis: 

(i) "the present prescription": claim 15, line 2 

(ii) "the dose": claim 12, line 2 and claim 36, line 2. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-19, 22-51 , and 55-56 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Schrier et al. (5,833,599). 

(A) Referring to claim 1 , Schrier discloses a computer based method of providing 
evidence-based information to a service provider that is in the process of making a 
decision as to a treatment regimen to be followed, the method comprising the steps of 
(Fig. 1, item 110, col. 4, lines 24-27, and col. 3, lines 36-39 of Schrier; the Examiner 
interprets "clinician" to be a form of "service provider" and "drug information and dosing 
recommendations" to be a form of "treatment regimen to be followed"): 

(a) prompting the provider to select a medication (col. 2, lines 23-33 of Schrier; 
the Examiner interprets "drug" to be a form of "medication"); 

(b) receiving the provider's selection of a medication (col. 2, lines 56-63 of 
Schrier); and 

(c) in response to the provider's selective request, providing evidence-based 
information on the selected medication on a scaled basis (col. 3, lines 39-48 of Schrier; 
the Examiner interprets "publication references" to be a form of "evidence-based 
information"). 

(B) Referring to claim 2, Schrier discloses further comprising the steps of: 

after step (b) and before step (c), prompting the provider to select an indication 
that is treatable using the selected medication; and 

receiving the provider's selection of an indication; 
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wherein step (c) comprises providing evidence-based information on the selected 
medication as applied to treat the selected indication (col. 2. lines 40-43 and col. 3, lines 
39-48 of Schrier; the Examiner interprets "clinical condition" to be a form of "indication" 
and "publication references" to be a form of "evidence-based information"). 

(C) Referring to claim 3. Schrier discloses wherein the step of prompting the provider to 
select an indication comprises providing a list of indications predetermined to be 
associated with the selected medication (col. 2, lines 40-43 of Schrier; the Examiner 
interprets "designate" to be a form of "select"). 

(D) Referring to claim 4, Schrier discloses further comprising the steps of: 

before step (a), prompting the provider to select a condition of a patient to be 
treated (col. 8 lines 36-48 of Schrier); and 

receiving the provider's selection of a condition (col. 5, lines 45-52 of Schrier); 

wherein step (a) comprises providing a list of medications predetermined to be 
associated with the selected condition, from which the provider is prompted to select 
one medication (col. 5, lines 53-61 of Schrier). 

(E) Referring to claim 5, Schrier discloses wherein the step of prompting the provider to 
select a condition comprises providing a list of predefined conditions, from which the 
provider is prompted to select one condition (col. 5, lines 45-52 of Schrier). 

(F) Referring to claim 6, Schrier discloses further comprising the step of: 

after step (b) and before step (c), presenting a summary of the evidence-based 
information on the selected medication to assist the provider in selectively requesting 



Application/Control Number: 09/760,372 Page 6 

Art Unit: 3626 

the evidence-based information on a scaled basis (col. 29, line 63 - col. 30, line 1 of 
Schrier). 

(G) Referring to claim 7, Schrier discloses wherein the evidence-based information 
comprises an article, and step (c) comprises the steps of: 

presenting an at least one line summary of available evidence-based information; 
presenting a synopsis of the article in response to a first request by the provider; 
presenting an abstract of the article in response to a second request by the 
provider; and 

presenting the article itself in response to a third request by the provider (col. 29, 
line 50 - col. 30, line 1 and col. 3, lines 46-48 of Schrier; the Examiner interprets 
"summary" to be a form of "abstract" and "synopsis"). 

(H) Referring to claim 8, Schrier discloses wherein the evidence-based information is 
stored in a predefined database (col. 29, lines 50-66 of Schrier). 

(I) Referring to claim 9, Schrier discloses which is implemented on a network (col. 15, 
lines 41-46 of Schrier). 

(J) Referring to claim 10, Schrier discloses wherein the evidence-based information is 
retrieved over a network (col. 15, lines 41-46 of Schrier). 

(K) Referring to claim 1 1 , Schrier discloses wherein the network is the Internet (col. 29, 
lines 53-55 of Schrier; the Examiner interprets "online" to be a form of "Internet"). 
(L) Referring to claim 12, Schrier discloses further comprising the step of prompting the 
provider to store, print, or forward to a designated location over a network the provided 
evidence-based information (col. 4, lines 33-36 of Schrier). 
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(M) Referring to claim 13, Schrier discloses further comprising the step of generating a 
prescription of the selected medication for a patient (col. 13, lines 6-8 of Schrier). 
(N) Referring to claim 14, Schrier discloses further comprising the step of displaying a 
warning to the provider when the selected medication is known to possess medical 
dangers (col. 3, lines 29-34 of Schrier). 

(O) Referring to claim 15, Schrier discloses further comprising the step of generating a 
selection whereby the provider may abandon the present prescription upon the warning 
(col. 7, lines 57-67 of Schrier; the Examiner interprets "delete" to be a form of 
"abandon"). 

(P) Referring to claim 16, Schrier discloses further comprising the step of generating 
dosing information by calculating the dose of the selected medication using information 
provided on a patient (col. 1, lines 32-33 & 52-55 of Schrier). 
(Q) Referring to claim 17, Schrier discloses a computer based method of providing 
evidence-based information to a service provider that is in the process of making a 
decision as to a treatment regimen to be followed, the method comprising the steps of 
(Fig. 1, item 110, col. 4, lines 24-27, and col. 3, lines 36-39 of Schrier; the Examiner 
interprets "clinician" to be a form of "service provider" and "drug information and dosing 
recommendations" to be a form of "treatment regimen to be followed"): 

a) prompting the provider to select a treatment regimen (col. 2, lines 23-33 of 
Schrier; the Examiner interprets "drug" to be a form of "treatment regimen"); 

(b) receiving the provider's selection of a treatment regimen (col. 2, lines 56-63 of 
Schrier); and 
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(c) in response to the provider's selective request, providing evidence-based 
information on the selected treatment regimen on a scaled basis (col. 3, lines 39-48 of 
Schrier; the Examiner interprets "publication references" to be a form of "evidence- 
based information"). 

(R) Referring to claim 18, Schrier discloses further comprising the step of: 

after step (b) and before step (c), presenting a summary of the evidence-based 
information on the selected treatment regimen to assist the provider in selectively 
requesting the evidence-based information on a scaled basis (col. 29, line 63 - col. 30, 
line 1 of Schrier). 

(S) Claim 19 repeats the same limitations of claim 7, and is therefore rejected for the 
same reasons given for that claim. 

(T) Referring to claim 22, Schrier discloses further comprising the step of generating 

treatment instructions for a patient (col. 13, lines 6-16 of Schrier; the Examiner 

interprets "dosage" to be a form of "treatment instructions"). 

(U) Referring to claim 23, Schrier discloses wherein the treatment regimen is a 

medication (col. 1 , lines 15-19 of Schrier; the Examiner interprets "drugs" to be a form of 

"medication"). 

(V) Referring to claim 24, Schrier discloses wherein the step of prompting the provider 
to select a medication comprises providing a list of medications (col. 5, lines 53-61 of 
Schrier). 

(W) Claims 25-28 repeat the same limitations of claims 9-12, and are therefore rejected 
for the same reasons given for those claims. 
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(X) Referring to claim 29, Schrier discloses a computer-readable medium having 
computer-executable instructions for providing evidence-based information to a service 
provider that is in the process of making a decision as to a treatment regimen to be 
followed, the medium being adapted for carrying out the method of any one of claims 1 
through 28 (col. 2, lines 56-63, col. 15, lines 40-46, and col. 3. lines 36-48 of Schrier). 

A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
compared to the prior art. See In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) 
and In re Otto, 312 F.2d 937, 939, 136 USPQ 458, 459 (CCPA 1963). 
(Y) Apparatus claims 30-31 and 34-36 repeat the subject matter of claims 1, 8, 12-13, 
and 16 as a set of "means-plus-function" elements rather than a series of steps. As the 
underlying process has been shown to be fully disclosed by the teachings of Schrier in 
the above rejection of claims 1 , 8, 12-13, and 16, it is readily apparent that the Schrier 
reference includes an apparatus to perform the recited functions. As such, these 
limitations are rejected for the same reasons provided in the rejection of claims 1, 8, 12- 
13, and 16 and incorporated herein. 

(Z) Claims 32-33 repeat the same limitations of claims 9 and 1 1 , and are therefore 
rejected for the same reasons given for those claims. 
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(AA) Referring to claim 37, Schrier discloses a computer system for providing evidence- 
based information to a service provider that is in the process of making a decision as to 
a treatment regimen to be followed, the system comprising (col. 3, lines 36-48 of 
Schrier): 

a user interface including input means and output means (col. 2, lines 23-30 of 
Schrier); 

a processing unit coupled to the user interface (col. 1 , lines 58-64 of Schrier); 

and 

a storage medium coupled to the processing unit (col. 2. lines 56-63 of Schrier); 

wherein the processing unit being operable under control of program code stored 
in the storage medium to: 

prompt the provider via the output means to select a medication; 

receive the provider's selection of a medication via the input means; and 

in response to the provider's selective request via the input means, provide 
evidence-based information of the selected medication on a scaled basis via the output 
means (col. 2, lines 23-33 and col. 3, lines 39-48 of Schrier). 
(BB) Referring to claim 38, Schrier discloses wherein the processing unit is further 
operable to: 

prompt the provider via the output means to select a condition of a patient to be 
treated (col. 8, lines 36-48 of Schrier); and 

receive the provider's selection of a condition via the input means (col. 5, lines 
45-52 of Schrier); 
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wherein the processing unit is operable to present a list of medications 
predetermined to be associated with the selected condition via the output means, from 
which list the provider is prompted to select one medication via the input means (col. 5, 
lines 53-61 of Schrier). 

(CC) Referring to claim 39, Schrier discloses wherein the processing unit is further 
operable to generate a prescription of the selected medication for a patient including 
dosing information suited for the patient (col. 1 . line 58 - col. 2, line 3 of Schrier; the 
Examiner interprets "prepared" to be form of "generate"). 

(DD) Referring to claim 40, Schrier discloses wherein the processing unit is further 
operable to calculate standard dosing based on the selected medication and 
physiological information of the patient (col. 2, lines 44-55 of Schrier; the Examiner 
interprets "height" and "weight" to be forms of "physiological information"). 
(EE) Referring to claim 41 , Schrier discloses wherein the processing unit is further 
operable to prompt the provider via the output means to select standard dosing or 
manual dosing, wherein if the provider selects standard dosing via the input means, the 
unit calculates standard dosing of the selected medication, and if the provider selects 
manual dosing via the input means, the unit receives manual dosing that the provider 
enters via the input means (col. 14, lines 6-20 of Schrier). 
(FF) Referring to claim 42, Schrier discloses wherein the processing unit is further 
operable to output the generated prescription including the dosing information via the 
output means (col. 13, lines 6-16 of Schrier). 
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(GG) Referring to claim 43, Schrier discloses wherein the processing unit is further 
operable to output the generated treatment instructions for a patient (col. 13, lines 6-16 
of Schrier). 

(HH) Claims 44-45 repeat the same limitations of claims 9 and 1 1 , and are therefore 
rejected for the same reasons given for those claims. 

(II) Referring to claim 46, Schrier discloses wherein the storage medium comprises a 
rules database, medication database, indications database, and rules notes database 
(col. 23, lines 48-57 of Schrier). 

(JJ) Referring to claim 47, Schrier discloses wherein the rules database includes a 
predefined collection of evidence-based information, each piece of the evidence-based 
information comprising an article and being subdivided into a synopsis of the article, an 
abstract of the article, and the article itself, the synopsis, the abstract, and the article 
itself being independently retrievable from the rules database (col. 29, line 50 - col. 30, 
line 1 of Schrier). 

(KK) Referring to claim 48, Schrier discloses wherein the medication database includes 
a predefined collection of records on common dosages, physical forms, and maximum 
dosages of medications (col. 2. lines 56-63 and col. 14, lines 6-20 of Schrier). 
(LL) Referring to claim 49, Schrier discloses wherein the indication database includes a 
predefined collection of records on indications in association with medications that are 
used to treat the indications (col, 13, lines 6-16 of Schrier; the Examiner interprets 
"condition" to be a form of "indication"). 
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(MM) Referring to claim 50, Schrier discloses wherein the rules notes database is 
adapted to store records of the provider's actions as indicated by the provider's input 
into the system using the input means (col. 14, line 65 - col. 15, line 9 of Schrier; the 
Examiner interprets "sends the current orders" to be a form of "provider's actions"). 
(NN) Referring to claim 51 , Schrier discloses herein the storage medium further 
comprises a formulary database (col. 14, lines 6-20 of Schrier; the Examiner interprets 
"data file FrmStDose.dbf." to be a form of "database"). 

(00) Referring to claim 55, Schrier discloses wherein the storage medium further 
comprises a patient database (col. 2. lines 44-55 of Schrier; the Examiner interprets 
"data files" to be a form of "database"). 

(PP) Referring to claim 56, Schrier discloses wherein the patient database includes a 
collection of patient records, each of the patient records comprising birth date, gender, 
weight, height, and medical history of each patient (col. 2, lines 44-55 of Schrier; the 
Examiner interprets "age" to be a form of "birth date", "sex" to be a form of "gender", and 
"clinical condition" to be a form of "medical history"). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claims 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schrier et al. (5,833,599) as applied to claim 17 above, and in view of Moukheibir (US 
6,247,004 B1). 

(A) Referring to claim 20, Schrier does not disclose further comprising the step of: 
providing a list of lab tests predetermined to be associated with the selected treatment 
regimen, from which the provider is prompted to select one or more lab tests. 

Moukheibir discloses further comprising the step of: providing a list of lab tests 
predetermined to be associated with the selected treatment regimen, from which the 
provider is prompted to select one or more lab tests (col. 13, line 62 - col. 14, line 8 of 
Moukheibir). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the features of Moukheibir within Schrier. The motivation for 
doing so would have been to display tests that would need to be performed in order to 
confirm a preliminary or trial diagnosis (col. 13, lines 62-65 of Moukheibir). 

(B) Referring to claim 21 , Schrier does not disclose further comprising the step of: 
providing a list of radiology examinations predetermined to be associated with the 
selected treatment regimen, from which the provider is prompted to select one or more 
radiology examinations. 

Mouheibir discloses further comprising the step of: providing a list of radiology 
examinations predetermined to be associated with the selected treatment regimen, from 
which the provider is prompted to select one or more radiology examinations (col. 14. 
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lines 1-4 of Moukheibir; the Examiner interprets "imaging" to be a form of "radiology 
examinations"). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the features of Moukheibir within Schrier. The motivation for 
doing so would have been to display tests that would need to be performed in order to 
confirm a preliminary or trial diagnosis (col. 13, lines 62-65 of Moukheibir). 

10. Claim 52 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schrier 
et al. (5,833,599) as applied to claims 37, 47, and 51 above, and in view of Edelson et 
al. (5,737.539). 

(A) Referring to claim 52, Schrier does not disclose wherein the formulary database 
includes a predefined collection of records on formulas, intended uses, and methods of 
preparation of medications. 

Edelson discloses wherein the formulary database includes a predefined 
collection of records on formulas, intended uses, and methods of preparation of 
medications (col. 1, lines 30-38 and col. 10. lines 60-66 of Edelson; the Examiner 
interprets "preferred medications for conditions" to be a form of "intended uses" and 
"formulation characteristics" to be a form of "methods of preparation of medications"). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the features of Edelson within Schrier. The motivation for 
doing so would have been to provide the physician user with a conveniently displayed. 
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concise selection of drugs for treating any particular condition (col. 12, lines 26-28 of 
Edelson). 

1 1 . Claims 53-54 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schrier et al. (5,833,599) as applied to claims 37 and 47 above, and in view of Becker et 
al. (US 2002/0019749 A1). 

(A) Referring to claim 53, Schrier does not disclose wherein the storage medium further 
comprises a provider database. 

Becker discloses wherein the storage medium further comprises a provider 
database (para. 1 17 of Becker; the Examiner interprets "directory" to be a form of 
"database"). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the feature of Becker within Schrier. The motivation for doing 
so would have been to maintain a directory of health care providers and their contact 
information (para. 117, lines 9-1 1 of Becker). 

(B) Referring to claim 54, Schrier does not disclose wherein the provider database 
includes a collection of provider records, each of the provider records comprising 
information selected from the group consisting of a name, Drug Enforcement Agency 
number, and email address of each provider. 

Becker discloses wherein the provider database includes a collection of provider 
records, each of the provider records comprising name and email address of each 
provider (para. 1 1 7 of Becker). 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the feature of Becker within Schrier. The motivation for doing 
so would have been to maintain a directory of health care providers and their contact 
information (para. 117, lines 9-1 1 of Becker). 



Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not applied prior art teaches an enhanced medical 
treatment system (US 2003/0055679 A1); providing patient-specific drug information 
(US 6,317,719 B1); an integrated system and method for ordering and cumulative 
results reporting of medical tests (6,018,713); and a computer aided medical diagnostic 
method and apparatus (5,255,187). 

Also included is provisional application 60/214,607, which is a priority document 
to applied reference, US 2002/0019749 A1 (Becket et al.). 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lena Najarian whose telephone number is (703) 305- 
0260. The examiner can normally be reached on Monday - Friday, 8:30 am - 5:00 pm. 
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